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In Re Application of ) Assignee: Xenogenics Corporation 
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FOR: ARTIFICIAL LIVER APPARATUS 
AND METHOD 

Group Art Unit: PCT Office 



SUPPLEMENTED AND RESTATED PETITION UNDER 37 C.F.R. § 1.47 , ^, , 

Hon. Commissioner for Patents 
Washington, D.C. 20231 

Attention: Derek Putonen, Examiner HAND DELIVERED 

Dear Sir: 

This petition is further in connection with the reinstatement of the present application 
after unintentional abandonment, and is directed to the Notification of Missing 
Requirements Under 35 U.S.C. § 371 in the United States Designated/Elected Office 
(DO/EO/US), dated June 30, 1999. 

This document supplements and in part restates the earlier petition submitted on 
or about June 1, 2001, and is responsive to telephone conversations between the 
undersigned attorney for Petitioner and Primary Examiner Putonen and Supervising 
Primary Examiner Leonard Smith in August 2001 regarding that earlier petition. 

In particular this petition concerns the requirement in Part 2(c) of the Notification for 
Declarations of the named inventors. 

Assignee Xenogenics ("Petitioner") hereby petitions to prosecute this application in 



has refused to execute the requested Declaratiofis ttiat Petitioner 's tiie lawful assignetr 
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of the right, title and interest of each of the inventors in and to this application and the 
invention defined herein, and that therefore granting Petitioner's petition to prosecute this 
application at the USPTO on behalf of the named inventors is appropriate. 

The documentation required by M.P.E.P. § 409.03(b) is provided as follows. 

A. Declaration 

The Declaration is submitted herewith. 

B. Relationship of Petitioner to the Inventors 

Petitioner is either the assignee of one or more of the inventors or the successor in 
interest to such assignees of the inventors, as will be detailed below. 

C. Proof of Refusal to Sign 

Proof of refusal to sign with respect to inventor Demetriou has previously been 
submitted with the earlier petition and consisted of a letter from Dr. Demetriou's attorney 
stating that his client will not sign documents related to this application. To further support 
that proof Petitioner is submitting herewith as Exhibit A a copy of a prior letter of its 
undersigned attorney to Dr. Demetriou's attorney enclosing the Declaration document 
which the latter rejected. In that prior letter Petitioner's attorney notes that the enclosed 
Declaration had been revised to eliminate all matter to which Dr. Demetriou and his 
attorney had objected during earlier negotiations, such that the Declaration as submitted 
for Dr. Demetriou's signature was in precisely the form and with the content that his 
attorney had demanded. Notwithstanding, Dr. Demetriou's response though his attorney 
was a categorical refusal to sign expressed in the letter previously submitted. It is 
submitted that these two letters are clear and sufficient evidence of Dr. Demetriou's refusal 
to execute the Declaration for the purpose of Rule 47. 

Written requests for execution of the Declaration, accompanied by copies of the 
Declaration, were delivered by courier to the last known addresses of Dr. Myers and Dr. 
Li on August 28. 2001. The letters informed Drs. Myers and Li of the nature of the 

tor Ur Li, along vvitli ciocufnentatiofi ifofn ifu- vxjuii^i st-fvict- cofUiffniiiq traiisfnittai cuia 
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delivery on that date. Each man was requested to respond by September 6. 2001 . As of 
the date of this Petition, no response of any kind has been received from either man, and 
in particular no signed Declaration has been received. 

As was discussed in the earlier Petition, both Dr. Myers and Dr. Li have in the past 
stated unequivocally that they will not cooperate with Petitioner in any aspect of this 
invention or patent application. It is submitted that the hand delivery of the Declarations 
and requests to them by Petitioner's courier, their failure to respond, and their prior 
statements regarding refusal to cooperate, are when considered together more than 
sufficient and appropriate to invoke the provisions of Rule 47 in favor of Petitioner, 

D. Last Known Addresses of the Inventors 

The last known addresses of the named inventors are as follows: 

Edward F. Myers 
In Vitro Technologies 
1450 South Rolling Road 
Baltimore, MD 21227 

Albert P. Li 

505 Caminito Elevado 
Bonita, CA 91902 

Achilles A. Demetriou 
Cedars-Sinai Medical Center 
8700 Beverly Boulevard 

Los Angeles, CA 90048 

E. Statement Regarding Bona Fide A ssign ee Sta tus of Petitior^er 

Petitioner's claim of ownership of this application and the invei^tion claii^ied f^erem 
is based in part on the following sequence of assignments, 

a. Cedars-Sinai Medical Center ("CSMC") in Los Angeles. California was the first 
assignee, from the original named inventors: Drs. Edward F. Myers. Donald V. 
Cramer. Leonard Makowka and Achilles A. Demetriou Dr Myers executed his copy 



b On April 21,1 993, CSMC assigned all of its rights to Xenogenex^ Inc , of San Diego 
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California; this assignment was recorded at the USPTO on Reel 6504, frame 0650 

[date unknown]; see Exhibit E. 
c On July 10,1 996, Xenogenex, Inc. assigned its rights to Exten I ndustr ies. Inc also 

of San Diego, California; see Exhibit F 
d. Finally, on June 12, 1997, Exten Industnes, Inc., assigned its rights to Petitioner 

Xenoqenics Corporation , also of San Diego, California; see Exhibit G. Petitioner 

continues as owner of the subject application and invention. 

As noted above, Edward F. Myers was named as an original inventor and assigned 
his rights to CSMC. By the mesne assignments identified above Petitioner now owns Dr. 
Myers' rights. Further, as will be seen in Exhibit H (a redacted Agreement; see Exhibit I), 
Dr. Myers was also president of Xenogenex, Inc., when he worked with Dr. Li on the 
invention. By virtue of his position as an officer of Xenogenex (as will be discussed below). 
Dr. Myers' rights belonged to Xenogenex, from which also by the mesne assignments 
those rights have become Petitioner's. Since leaving Xenogenex, Dr. Myers has 
consistently refused to cooperate with Petitioner or its predecessors in matters regarding 
this patent application. 

Albert F. Li became Chief Scientific Officer of Petitioner's predecessor. Xenogenex. 
on January 1 1 , 1994. That position obligated him to assign to the company all inventions 
related to the company's business. The technology of the present invention is specifically 
identified in his employment agreement (entitled "Consulting Agreement''; hereinafter 
'Agreement"). In the Agreement, Dr. Li agreed to sign a separate assignment document 
for the invention, which was sent to him with a cover letter. Dr. Li returned the assignment 
unsigned but indicated on the cover letter that his only reason for not signing the 
assignment was that he thought that he was being asked to sign not only on his own behalf 
but also on behalf of his two co-inventors, Drs. Myers and Demetriou. He did not, however, 
object to signing on his own behalf Subsequently Dr. Li was advised that the assignment 

assigninefit docufnents However thereafter '.and \n violatioii ot fiis efiip!ovr^iefit status 
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and the signed Agreement) Dr. Li took a contrary position, refused to cooperate with 
Petitioner's predecessor and would not sign the assignment on his own behalf. All of the 
documents mentioned above pertaining to Petitioner's acquisition of Dr. Li's rights are 
included within Exhibit I attached hereto (the Amendment is redacted to exclude 
non-relevant material). 

The fact that Dr. Li's assignment was ultimately not signed does not negate 
Petitioner's rights under Rule 47. The evidence presented indicates in his own hand that, 
in compliance with his Agreement, he would have executed that assignment of his right, 
title and interest in and to the invention and application had he not mistakenly thought that 
he was being asked to sign not just for himself but also on behalf of Drs Myers and 
Demetriou. By the time that his misunderstanding had been corrected, however, he had 
for other reasons become antagonistic and thereafter refused to sign the assignment, 
notwithstanding his former consent in his Agreement. 

With respect to both Drs. Myers and Li, it is well settled that an officer of a 
corporation owes to that corporation the assignment of all technical developments made 
by the officer in the course of his employment and material to the business of the 
corporation; Teets v. Chromalloy Gas Turbine Corp.^ 83 F.3d 403, 38 U.S.P.Q.2d 1695 
(C.A.F.C., 1996); Pursche v. Atlas Scraper & Engrg. Co., 300 F.2d 467, 132 U.S.P.Q. 104 
(9th Cir., 1961); Blum v. Commission of /.RS., 183 F.2d 281, 86 U.S.P.Q. 118 (3rd Cir., 
1950); Kennedy v. Wright. 676 F.Supp. 888, 6 U.S.P.Q. 2d (CD. III.. 1988); Moore v. 
American Barmag Corp., 693 F.Supp. 399, 9 U.S.P.Q. 2d 1904 (W D, N.C., 1988): and 
Banner Metals, Inc. v. Lockwood. 125 U .S.P.Q, 29. 3 Cal.Rptr. 421 (Calif Ct. App , 1960) 
With respect of officers and employees generally, and their obligations to their employers, 
see also California Labor Code §§ 2860 and 2863 (West Publ. Co 2000: copies 
attached hereto as Exhibit J): clearly any technical developments - including the present 
invention -- made by Drs. Myers and Li durinq the course of their emnlovments belonaed 

Achilles Def7ietriou is fiov; and at t[ie tif^ies relevant to matter tias been 
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employed by CSMC. Dr. Demetriou executed an assignment to Petitioner's predecessor 
in interest, Exten Industries, on May 22, 1 998, which was recorded in the USPTO on June 
8, 1998, at Reel 9212, Frame 0255-0256. Copies of that assignment and the USPTO 
record notification are attached hereto as Exhibit K. 

Dr. Demetriou and CSMC have been represented by both a private attorney, 
Edward Poplawsky, and the General Counsel for CSMC, James Laur. On May 1 3, 2001 , 
Mr. Laur wrote a letter to Petitioner's president in which he stated that Dr. Demetriou was 
not an co-inventor of the invention claimed herein and would not now sign any documents 
pertaining to the application. A copy of that letter attached hereto as Exhibit L. However, 
Mr. Laur presents no evidence to that effect, notwithstanding that Dr. Demetriou's name 
has been included among the named inventors on both this application and its parent from 
the earliest date with the full knowledge of and acquiescence by CSMC. In view of his 
attorneys' adverse position, it is not anticipated by Petitioner that Dr. Demetriou's 
cooperation in any matters related to this application will be forthcoming in the foreseeable 
future. 

Petitioner submits, however, that the issue of Dr. Demetriou's inventorship is not 
material to this Petition and application of Rule 47, since Dr, Demetriou as a named 
inventor has assigned his rights - to whatever degree they may exist - to Petitioner, both 
directly and through the mesne assignment of his employer, Cedars-Sinai Medical Center. 
If in some future proceeding it is established by competent evidence, after appropriate 
review of all evidence related to his involvement or lack thereof, that Dr. Demetriou did not 
in fact make a contribution to the invention of sufficient materiality to meet the legal 
requirement of "inventorship," his name at that time can be stncken from the list of 
co-inventors. 

As indicated in Exhibit D, the invention originally was thought to involve contributions 
not only from Drs. Myers and Demetriou but also two other researchers at CSMC, Drs 
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work on the invention involved contributions from Dr. Li, whose name subsequently was 
added to the list of named inventors. 

F. Statement of Preservation of Rights and Irreparable Loss 

The invention which is the subject of this application is an artificial liver machine 

whose function and potential are best stated on page 1 of the application. 

This invention relates ... to a purification device which, while similar in 
structure of hemodialysis devices used in the treatment of renal 
insufficiencies, uses novel biological means to perform many of the functions 
of a normal human liver. The [claimed] device and method [of its use] are 
therefore intended to assist in the treatment and support of patients suffering 
from liver disease or who have undergone transplantation of liver tissue. 
(Specification, page 1, lines 9-18) 

The liver is a vital body organ, performing well over 1 00 functions, and diseases and 
dysfunctions of a person's liver are commonly fatal if not treated effectively; Hamilton (ed.), 
Professional Guide to Diseases, "Hepatobiliary Disorders", Ch. 11, p. 722 (Interned 
Communications, Inc.: 1932)[Exhibit M hereto], in many cases liver failure must be 
treated by removal of the diseased or dysfunctional liver and replacement by a 
transplanted liver, by removal of the diseased or dysfunctional portion of the liver and 
regrowth of healthy tissue, or by bypassing of the liver by bodily fluids and allowing the liver 
tissue to recuperate. All of these treatments take a substantial time to be effective. During 
that time the liver function of the patient must in some manner be continued by means 
other, of course, than use of the patient's malfunctioning liver, until such time as either the 
patient's original liver has recuperated and/or the new tissue or transplanted organ has 
become established 

The present invention provides a unique and highly effective biological means of 
providing that liver replacement in the form of a device which conducts cleansing of the 
bodily fluids in the manner of a liver, so that by periodic and regular use of the device the 
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the fields of organ transplant and hepatology, the development and commercialization of 
an innovative "artificial liver" machine is a major event. The owner of the patent on such 
a device will reap both scientific and economic acclaim. 

Petitioner and its predecessors have devoted over seven years to this patent 
application (and more than that to the design and development of the invention). During 
that time there have been conflicts among the inventors and the various organizations with 
which the inventors have been associated, resulting in the situation in which Petitioner now 
finds itself and which forms the background of this Petition. Those conflicts (detailed 
above) explain the difficulty faced by Petitioner in meeting what would otherwise be a 
simple request for a new Declaration signed by the inventors. 

It is submitted that Rule 47 is appropriate and is the only remedy Petitioner has after 
the long period of discord among those individuals and organizations involved at various 
times with the invention and application. Commonly a Rule 47 petition involves simple 
facts and a clear connection between the recalcitrant inventor and the petitioner. In this 
case, however, three inventors, two other researchers and four organizations have been 
involved, with attendant lack of mutual cooperation. Petitioner believes that the evidence 
put forth herein, taken with that of the earlier petition, clearly establishes its right to 
prosecute the current application and to obtain any patent which may result from it It is 
recognized that the evidence is fragmented and that interpretation of the various 
documents and explanation of the various individuals' roles must be considered in order 
to obtain a complete picture of seven years' worth of assignments, transactions and 
business and employment relationships. However, Petitioner submits that the evidence 
when considered as a whole fairly and adequately meets all the requirements of Rule 47. 

It will be evident that Petitioner had no choice but to file this Petition in order to 
protect its rights (and those of the inventors on whose behalf it acted) and to prevent the 
irreparable damage to its investment in years of research and development 



Myers, Li and Der^ietnou, either directly or by niesne assignments, for the prosecution of 




this application within the USPTO and for all matters involving the grant of any patent 
thereon, under the provisions of 37 C.F.R. § 1 .47. 

Further, Petitioner submits that all requirements of 37 C.F.R. § 1 .47 have been met 
and that it is appropriate that this petition be GRANTED and that the Notification of Missing 
Requirements Under 35 U.S.C. § 371 in the United States Designated/Elected Office 
(DO/EO/US) be withdrawn with respect to any Declaration of the inventors, such that the 
application can move forward through prosecution notwithstanding the refusal of the 
inventors to execute the requested Declaration. 

It is not believed that any further fees are due with respect to this supplemental 
petition, since the fee required under 37 C.F.R. § 1 .17(h) was submitted with the earlier 
petition. However, should any additional fees be due, the Patent and Trademark Office is 
authorized to charge all such fees to Deposit Account No 02-4070 

Should the USPTO believe that granting of this petition might be expedited by 
further discussion of the issues, a telephone call to the undersigned attorney, collect, at the 
telephone number listed below, by the Examiner, the Supervising Primary Examiner, or 
other appropriate representative of the USPTO, is cordially invited. 



Respectfully submitted 



Date: September 21, 2001 



By: 



James W, McClain, Reg. No. 24,536 
Attorney for Petitioner 




BROWN, MARTIN, HALLER & McCLAIN, LLP 

1660 Union Street 

San Diego, California 92101-2926 



Telephone: (619) 238-0999 
Facsimile: (619) 238-0062 
Docket No 7728-PA01 





Mak* I IN I 1alli:iv> 6 




IN IJ.I* 



A T I C) rU Y S A 1 1 A A 



I ■ A I [ rj I Act rj r . 

K A 1 Hi (•'!N[ f'tr 

r>i I K Y ( J ! ; : ( : N ' ' r-i 



CARL Ht- fJ 



t M All A( )MIN'<;'(^MHM i ( M 



January 12, 2001 



Edward G. Poplawski, Esq. 

Sidley & Austin 

555 West Fifth Street 

Los Angeles, CA 9001 3-1 01 0 

Re: U.S. Patent Application Ser. No. 08/809,677 Assigned to Xenogenics 
Also Re: Xenogenix; Cedars-Sinai Medical Center 
Signature of Dr. Achilles A. Demetriou 
YourRef. No.: 18810-80070 
OurRef. No.: 7728-PA01 

Dear Mr Poplawski: 

This is in response to your letter of October 2, 2000, to Ms. Eleanor Musick. Ms. 
Musick has recently left our firm and I have assumed responsibility for Xenogenics matters. 

After consideration of your comments in your letter, I am withdrawing the Agreement 
and USPTO Declaration that Ms. Musick requested be executed by Dr. Demetriou and 
Cedars-Sinai Medical Center. I concur with your assertion that the original Settlement and 
Release Agreement should be referred to in the present matter. (My references to specific 
clauses below are therefore with respect thereto unless otherwise noted.) 

According to the disclosure of the Non-Exclusive License Agreement executed in 
accordance with ^ 2.5, Dr. Demetriou assigned his patent rights related to the subject 
invention to Cedars-Sinai Medical Center in 1992. The enclosed patent file also contains 
a direct assignment by Dr. Demetriou. 

You have made reference to Article 13 regarding obligations of Cedars-Sinai 
Medical Center and Dr. Demetriou with respect to the original patent application (Ser No 





Edward G. Poplawski, Esq. 
January 12, 2001 
Page 2 

were not present in the 777 application, aspects of the 777 invention which were 
contributed by Dr. Demetriou continue in the '677 application, and therefore Dr. 
Demetriou's signature as a co-inventor is called for under the patent law and is appropriate 
under]] 13.4. 

We therefore request that Dr. Demetriou execute the USPTO Declaration Form 
PTO/SB/01 enclosed herewith, providing where noted on page 3 his residence city and 
mailing address along with his signature. You will note that the power of attorney section 
has been left blank, in view of Dr. Demetriou's prior assignments. Therefore, other than 
his execution ot the enclosed Declaration in his personal capacity as co-inventor of the 
invention defined in the '677 application, no further request is made of Dr. Demetriou at this 
time under either ]j]f 13.2 or 13.4. A second copy of the Declaration is enclosed for Dr. 
Demetriou to retain for his records. 

As called for by 1| 13.3, I am enclosing copies of the '677 application and USPTO 
communications to date for review by Dr. Demetriou and you prior to his execution of the 
enclosed Declaration. As you will recognize, this application has been the subject of two 
serious PTO administrative errors which led temporanly to notices of abandonment. We 
are currently awaiting a PTO decision granting the second Petition for Revival. The 
submission of these documents is made in confidence. 

I trust that following inspection of the '677 application and related correspondence, 
and the withdrawal of the documents submitted by Ms. Musick, you and Dr. Demetriou will 
concur that all relevant requirements defined in the Settlement and Release Agreement 
have been complied with, with respect to obtaining Dr. Demetriou's execution of the 
Declaration. 

I look forward to your response. 



Yours very truly. 



/I 



JWMj 

Encs. 



Jami^s W. McClain 




Edward G. Poplawski, Esq. 
January 12, 2001 
Page 3 



bcc: G. Szabo (w/oencs.) 
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Dr. Edward F. Myers VIA FEDERAL EXPRESS 

InVitro Technologies DELIVERY CONFIRMATION REQUESTED 

1450 South Rolling Road 
Baltimore, MD 21227 

Re: U.S. Patent Application for 'ARTIFICIAL LIVER APPARATUS AND 
METHOD" 

Ser. No. 08/809,677 - Filed: July 27, 1994 
Our Ref. No. 7728 PA 01 

Dear Dr. Myers: 

You will recall this patent application which covers research work with which you 
were involved several years ago. The application has been handled by different attorneys 
in the past. More recently the current assignee, Xenogenics, Inc., has retained this firm 
to continue the prosecution of the application with the U.S. Patent and Trademark Office 
(USPTO). 

The USPTO for procedural reasons has requested that a renewed Declaration be 
submitted with the signatures of the inventors, including you. I have enclosed a copy of 
tliat Declaration. Please sign and date the Declaration where indicated and return it to me 
in the enclosed envelope. Your signature on tlie Declaration does fiot need to be 
notarized. Do not be concerned about the presence of tlie names of tiie other inventors, 
each signature will be on a separate copy of the Declaration. You are welcome to make 
a photocopy of the executed Declaration for your records. 



I realize that your association with this application and any of the companies 
irivnivpd hn^ ended Howevpr I JvSPTO rules permit an examiner tr^ require ^^lonntures of 





Dr. Edward F. Myers 
August 28, 2001 
Page 2 



As the USPTO has called for a prompt response, I would appreciate your returning 
the executed Declaration to me not later than September 6, 2001. 

Thank you for your cooperation. 



Yours very truly, 




JameaW. McClain 



JWM:j 

Encs. - Declaration 

Return envelope 



DEW.ARATtON - Utility or Design Patent Application 
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As a namenf inventor, I hereby appoint the foIlowuKj recjistererl p(actitKjn(-i(s> to prosecute tfiis application and to transact all business in the 
Pater^t and Trademark Office connecttMJ theruwith f^oyistertMi practiti(Miei(s ( name/fofjistration nurTit)er listed below 
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jeopardi/e tfie validity of ttie application or any patent i;.sued the-feon 
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United States 



Name of Additional Joint Inventor, if any; 



□ 



A petition has been filed for this unsigned inventor 



Given Name (first and middle [if any]) 



FafTnly Name or Surname 



Inventor s Signature 



Date 



Restcience City 



State 



Country 



Citizenship 



Por.t Office Address 



Post Office Address 



City 



State 



Zip 



Couf itry 



Nanie of Additional Joint Inventor, if any; 



□ 



A petition iias been filed for this unsigr-.ed irv^rMitcr 



f avt-n Name (fifsl and m](i(]!e [if anyj) 



f aniily TJafiu' oi '"iur riaint^^ 



Res id- nee City 



3tate 



Country 



Citi/enship 



Post Office Acjtfress 



Pest Oftire Ad jr. 
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From: <jeanne@bmhm.com> 

To: <jeanne@bmhm.com> 

Date: Tuesday, August 28, 2001 4:17PM 

Subject: FedEx shipnnent 7916471 10160 



JEANNE BRUSH of BROWN, MARTIN, HALLER & MCCLAIN sent DR. EDWARD F. MYERS of INVITRO 
TECHNOLOGIES 

a Priority Overnight FedEx Envelope. 

This shipnnent is scheduled to be sent on 28AUG01. 

The tracking nunnber(s) are: 791647110160 

To track this shipment online dick on the following link: 

http://wv™.fedex.coni/cgi-bin/tracking?tracknunribers=791647110160&action=track&language=english&cnt 
ry_code=us 



FedEx Ship Manager at fedex.conn is the world's first shipping application accessible 
via the internet. With FedEx Ship Manager, you no longer need to handwrite 
airbills or install additional software. 

Register for FedEx Ship Manager and try the future of shipping today! 
https://www.fedex.com/cgi-bin/ship_it/interNetShip/ 

Disclaimer 



FedEx has not validated the authenticity of any email address. 



NEIL F M A f U t N 
J (J UN L MAM r R* 

jAML^j w Mcclain 

K ATMl [ r N A F"'Ar.Ul KA 
t ^ A K T F . J U L T 
KATHL. rf N L COrJNr_L I. 
SU'jAN B MFYER 
NIKY G FCONOMY 

nE.i[)i I. nr. rtnujT 

F -ATtN T AG r NTT. 

KATf^FR!NL ROC TOR 

((n_lt. LN J McKIFRNAN, F'h D 



Mkown Maktin 1 IA^^^:R tk McX^iain l.LP 

A r T O FUJ t Y S AT LAW 

I ( .t jt. ) U N I LU^ I L I 

GArJ DIEGO. CALIFORNIA Oa I O I ^02G 
f^c:^:MM!L^ (Oi'^f 

[ MAIL A[;MINf(:'EiMHM (, i.?M 



FILE 



rt ( lAl 1/ INS IN IN If [ t E C TU AL 
I ■ ( ■ f I I- M A T T [ U ' . UNFAIR 
- Ml t miOM ^N[> Fi[ I AIU> I nK.ATK'M 

rKA( ( MAhK' , 
( ' .» 'rl,'h,HI'. 
( (V % N? fU' tfJ' . 

I I' [ rv 

II- M I f f.t :v 



OF' OOUNGE L 
OAFU. R BF^OWN 

August 28, 2001 



Pir AjU^-i D I : \/IA ETCnCDAI CVODdCO 

505 Caminito Elevado DELIVERY CONFIRMATION REQUESTED 

Bonita. CA 91902 

Re: U.S. Patent Application for 'ARTIFICIAL LIVER APPARATUS AND 
METHOD" 

Ser No. 08/809,677 - Filed: July 27, 1994 
Our Ref. No. 7728 PA 01 



Dear Dr. Li: 



You will recall this patent application which covers research work with which you 
were involved several years ago. The application has been handled by different attorneys 
in the past. More recently the current assignee, Xenogenics, Inc., has retained this firm 
to continue the prosecution of the application with the U.S. Patent and Trademark Office 
(USPTO). 

The USPTO for procedural reasons has requested that a renewed Declaration be 
submitted with the signatures of the inventors, including you. 1 have enclosed a copy of 
that Declaration. Please sign and date the Declaration where indicated and return it to me 
in the enclosed envelope. Your signature on the Declaration does not need to be 
notarized. Do not be concerned about the presence of the names of the other inventors: 
each signature will be on a separate copy of the Declaration. You are welcome to make 
a photocopy of the executed Declaration for your records. 

I realize that your association with tfiis application and any of the companies 
involved has ended, f lowever, USPTO rules permit an examiner to require signatures of 




Dr. Albert P. Li 
Page 2 



As the USPTO has called for a prompt response, I would appreciate your returning 
the executed Declaration to me not later than September 6, 2001. 

Thank you for your cooperation. 



Yours very truly, 



Jand^s W. McClain 




JWM:j 

Encs. - Declaration 

Return envelope 




DECLARATION - Utility or Design Patent Application 



I hereby tlaitn t'f ii» (it uruler TitU? 35. Unttcd States Code §120 of any Udtted SUites ,ip[.'lic alioti(s) of §365fc:) of any PCT International 
appiiciition deM()n<itir>f) ttie United Stales of Arnenca. Ii'df^d bt^low an{i. tnsof.ir as the sutijed matter of each of the olauiif; of Itiis application is not 
di:.closed in ttie prior Unite d States or F'CT Intefnatifjnal application in the rnar.ner provided by the fir^t paratjr.ipti of Title 35, United States Cx)de 
§112. I ackn()wle(j(je Wu: iluty to disclose information whicfi is material to patentability as defined m Fitle 3/. t:ode of F ederal Regulations §1 56 
whic h bec ame avail. ihle tudween the filing date of the prior afiplication and the national or V\: \ intc^rnational filing date of tfus application 



U S. Patent Application 
Number 


PCT Parent Number 


Parent Filing Date 
(MM/DD/YYVY) 


Parent Patent Number 
(if af 'plicable) 












Additional U S or PC f international application numbers are listed on a supplemental priority data stieet f^fO/SB/02B attached hereto. 



As a named inver>tor, I hereby appoint the following registered [■'ractittone((s) to prosecute this application and to transact all business in the 
f^atent and frademark Office connected therewith Registereci practitioncris) name/registration number listf^d below: 



tJame 


Registration rJuniber 


Narnc^ 


Registration Number 


NEIL F MAf^rilM 
JOHNL UALLt.f^ 
JAMES VV MCUt AIN 


23 OR 8 
27.795 
24.530 















Direct all correspondence to 



Attorney Name 


James W. McClain 


Address 


BfU:)v\T\i MARTIN HAL I bJi 8. McCl^AIN LLP 


A, d d r 0 s s 


1 nrn 1 iKJinKt c;trfft 


City 


SAN DIEGO 


State 


CALIFORNIA 


ZIP 


92101 


(!:^ountry 


USA 


Telephone 


(619) 238 0999 


Fax 


(619) 238-0062 



I hereby (Jeclaro ttiat all statements made tierein of my tiwn knovvled(]e are true and that all statements made on information and belief are 
l)elieved to be? true, .Hid further that these statements were made with the knovJedcie that willful false statements anc) the like so made are 
[)unishat>ie hy fine or imprisonment, or both, under Section U)01 of Title 18 of tlie United States OocJe and ttiat sucti wiiHul false statements may 
jeopardi/e the vali(jity of ttie application or any [latent issued ttiereon 



rJAME Oy SOI F f IRST INVENFOfv 


j j A [»etit)on tias bc-en 1ilt'(J for this unsioned ir>ventor 


Given rJarne (first and middle [if any]) 


I <)St Name 


Ed wan j F 


Myt-rs 


Ir-'.v'entf r s ! ituf 




I •.■j5' 




R^--^if!rrue t^^ly 


Raltifo'T':' ' 1^)5' 




( -^-irtry 


! ip j ' da!' ^ * .;!i/e;- J-[' U:iited States 


F''.:.<.t Offi.e Addr*-'.s 


In Vitro feohfi'o!o^;>.'S 


Post t..M"fK e Aoore'-s 


i -Stniih t\fiiiM(j Piouo 


C:ty 


[^altiniore | Sl.>{^^ 


ML) 




Oountry Ur^.itcd Sta!r-, 


NAME ('[ ^F( ( 'N[) INVE NlOf^ 










I ! 




Approved for use through fk'li 8b^1*-?)0ii 

F\')tont anrj [raclenvirk Office US [ T; PAR TMENT OF COMMEHCT 



DECLARATION 



ADDITIONAL INVENTOR(S) 
Supplemental Sheet 

PiKje 1 of 1 



Njme of Aciditional Joint Inventor, if nny: 



A pt'tilion h^z been filetJ for this unniyru^d srwpntor 



Given Name (first and middle [if any]) 



Faniily Name or Surname 



Achilles A 



Demctriou 



Inventor's Signature 



Date 



Residence: City 



Los Angeles 



State 



CA 



C'ountry 



United States 



C^itizenship 



Post Office Address 



Cedars-Sinai Medical Center 



Post Office Address 



8700 Beverly Boulevard 



City 



Los Angeles 



State CA 



Zip 



90048 



Country 



United States 



Name of Additional Joint Inventor, if any: 



A petition has been filed for this unsigned inventor 



Gtven Name (first and ri^iddle (if any]) 



Farntly Name or Surnanu? 



Inventor's Signature 



Date 



Residence City 



State 



(" ountry 



C ittzenship 



Post Office Address 



Post Office Address 



City 



State 



Cr>ur,try 



Name of Additional Joint Inventor, if any: 



A P'ti'ir.n (m^ h-cn fil-d f(.r tt.i^ u-r.' w^-d 'ii.-".!^ r 



( "ii-.'tMi Nan>^^ I f'?'-t ;ir^j riiKifj'f^ [if anv]} 



Win ii'v rJanit' > w ' -i :r r.air- 



Inventor s Signature 



t)ate 



F^esicience City 



:^.tate 



C ountry 



Citizenship 



t OffK p Addre^ 
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Signed For By 
Service Type 

Scan Activity 
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08/29/2001 09:11 
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Date/Time 
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From: <jeanne@bnnhnn.coni> 

To: <jeanne@bnnhm.com> 

Date: Tuesday, August 28, 2001 4:16PM 

Subject: FedEx shipment 790145162305 



JEANNE BRUSH of BROWN, MARTIN, HALLER & MCCLAIN sent DR. ALBERT P. LI 
a Priority Overnight FedEx Envelope. 

This shipment is scheduled to be sent on 28AUG01. 

The tracking number(s) are: 790145162305 

To track this shipment online click on the following link: 

http:/7wwvv.fedex.com/cgi-bin/tracking?tracknumbers=790145162305&action=track&language=engiish&^ 
ry_code=us 



FedEx Ship Manager at fedex.com is the world's first shipping application accessible 
via the internet. With FedEx Ship Manager, you no longer need to handwrite 
airbills or install additional software. 

Register for FedEx Ship Manager and try the future of shipping today! 
https://www.fedex com/cgi-bin/shipjt/interNetShip/ 

Disclaimer 



FedEx has not validated the authenticity of any email address. 
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From: sysdeliv@esprinn5.prod.fedex.com 

To: <jeanne@bmhm.com> 

Date: Wednesday, August 29, 2001 9;49.AM 

Subject: FedEx shipment 790145162305 



Our records indicate that the shipment sent from JEANNE BRUSH/BROWN, MARTIN, HALLER & MCC 
to DR. ALBERT P. LI has been delivered. 

The package was delivered on 8/29/2001 at 9:1 1 AM and signed for 
or released by 2442199. 

The ship date of the shipment was 8/28/2001 . 

The tracking number of this shipment was 790145162305. 

Thank you for shipping with FedEx Ship Manager at FedEx.com. 
https://wvw.fedex.com/cgi-bin/ship_it/interNetShip/ 

To track the status of this shipment on line click on the following: 

http://www.fedex.com/cgi-bin/tracking?tracknumbers=790145162305&action=track&language=english&cnt 
ry_code=us 

Disclaimer 



FedEx has not validated the authenticity of any email address. 




ASSIGNMENT 



TO WHOM IT MAY CONCERN: 

For the sum of One Dollar and other valuable consideraiior; to in nana pa;C 
receipt of which is hereby acknowledged, be it known tnat I, Edward F. Myers, Ph.D.. 
a citizen of the United States, having a oiace of rssioence a: 



these presents do sell, assign, transfer and set over unto CEDARS-SiNAI MEDICAL 
CENTER, a non-profit corporation, having its principal offices in Los Angeles, 
California, its successors, legal representatives, or assigns, my whole right, title anc 
interest in and to a certain invention knov;n as the ARTIFICIAL LIVER APPARATUS 
AND METHOD FOR EXTRACORPOREAL PURIFICATION OF BLOOD AND PLASMA 
by me devised jointly v;ith Dr. Donalc V. Cramer, Dr. Leonaro Makowka anc D: 
Achilles A. Dem.etriou, ana ine application for Unsted States Patent inerefcr executec: 
by us on even date herevvitn preparatory to iiiing tne samie m tne Umieo States Paten: 
and Trademark Office, ana a!! original and reissue patents granted thereof, ana aii 
divisions, and continuations tnereof, inciuding the subject-m^atter c: any ana aii c:aums 
which may be obtaineo in every such patent, ana all foreign ricnts to said inveniicn. 
and covenant that we have lui! right to cc sc, anc agree rr.zi we w:;i ccmm^.:n;cate :c 
said coreoraticn or ii3 reoresentaiive:; a:l lacis r\r>ov^n :z j'Z ^esoec: ^aici rv;5ri::Gr 
wnenever requcstcc. ana tes-Jiv in any legai prccecc;n::::. m.^n :\u i-v//-n' naoer: 
a:i ricntiui cams ann ceneraiiv co everyin:nc pos3;ole to -i.:: san: cnmoraticn^. 
successors, assigns, anc ncmine^^. :o ontam ana cnicrce orccer z^ier.: i:rat^c::or 
said invention in all countriGS, 



, Caiifcrnia 



have sola, assianec 



G anc transterrec ana 



ThG Commissioner ci PatenTs ana Trademiarks is recjesiea lo issue ine Le"ers 
Pateni which may De granied Tcr said invention cr any pan thersci unto the saic 
corporation in keeping with this Assignmeni. 

Done at San Diego ^ CA 



October 



19S2. 



STATE OF CALIFORNIA 

) ss 

COUNTY OF ) 



this 26 -i: daiAt 





EDWARD F.WERS, Ph.)^ 



f / 



On c)lr. , 1S92, before me, the undersigned, a Notary Public in 

and for said State, personally appeared EDWARD F. MYERS. Ph.D., personally knov;n 
to me or proved to me on the basis of satisfactory evidence to be the person whose 
name is subscribed to the within instrument and acknowledged that he executed 
same. 



(seal) 




NOrw PUBLIC. CAUFCRNIA $ 
S*fl Ditto Cauntf 23 
I '^<{j^V)y- Ccmra Ox*** Apr. J, 1995 



-MeiHT'v Pubii 



ASSIGNMENT 

TO VTnOM IT >L\Y CONGER:; : 

For the s^om of One Dollar and other valuable consideration 
to us in hand paid, receipt of which is hereby acknowledged, be 
it known that we, Cedars-Sinai Medical Center, a California 
nonprofit public benefit corporation, having a principal place of 
business at 8700 Beverly Boulevard, Los Angeles, California 
90048-1369, have sold, assigned and transferred and by these 
presents do sell, assign, transfer and set over unto Xenogenex, 
Inc., a California corporation, having its principal offices in 
San Diego, California, its successors, legal representatives, or 
assigns, irs whole right, title and interest in and to a certain 
invention known as the ARTIFICIAL LIVER APPARATUS AND METHOD FOR 
EXTPJ^. CORPOREAL PURIFICATION OF BLOOD AND PLASMA, and the 
application serial number 07-943,777 filed with the Patent and 
Trademark Office on September 11, 1991, for United States Patent 
therefor, and all original and reissue patents granted thereof, 
and all divisions, and continuations thereof, including the 
subject-matter of any and all claims which may be obtained in 
every such patent, and all foreign rights to said invention, and 
covenant that it has full right to do so. 

The Commissioner of Patents and Trademarks is requested to 
issue the Letters Patent which may be granted for said invention 
or any part: thereof unto the said corporation in keeping with 
this Assignment. 



1993 . 



Done at Los Angeles, California this day of April, 



Sheldon S . King O — 



Pres ident 

STATE OF CALIFCR.NIA ) 

) S3 , 

COUNTY OF LOS A^NGELES) 

On April , 1993, before me, the undersigned, a Notary 
Public in and for said State, personally appeared SHELDON S. 
KING, personally known to me to be the person whose name is 
subscribed to the within instrument and acknowledged thar he 
executed same. 



C7^ 

on 



^ 1 V ^ p ^ 7 , , ,1 ,^ , 




CONSiCINESt ASSOCIATES 

J ij L - 2 7 - *? T u t: o : -V ^ 



11 949^470-1915 
EXTCI^^ INDUSTRIES ir^i 



15:7/27/99 : 1 53 -^M 

T s e 3 5 



7/3 



W 



P . o 



ASSIGNMENT 



TO WHOM IT MAY CONCERJ^. 



For the suni of One Dollar and other valuable consideraUoa to us in hand paid recciot of 
wluch hereby acknowledged, be it icnown that we. Xcnogenex, Inc.. a Califorrc;Son 
having a pnnc.pal place of business at 9625 Black Mountab Road, Suite 218 SaTDic^o 
Ca^ifomta 92 126, have sold, assigned and tnmsferred and by these pr^u> do sell ^'sigTtrS; 

m aS' fn^ ^ sxicccssors. legal representatives, or assigns, its whole right, title and interest 
FO^p?^^?^.;^'r^?° 'Tfr^^^L^'^P^C^ LIVER APPARATUS AND MET^S, 

and contmuationa thereof; including subject-matter of any and aU claims which may be obtained in 
every such patent, and aU foreign rights to said invention, and covenant that it Si n^Tto do 



TTie Commissioner of Patents and Trademarks is requested to issue the Letter. P.r.,, 
Done at San Dicgo, CaJifomia this 10th day of July, ] 996. 




W. GeraJd NcwmiiT 

Chairman, Chief Executive Officer & President 



STATE OF CALIFORNIA 
COIJNIY OF SAN DIEGO 



On November 15 xc^or u c 



WmESS my hand and ofFiciaJ seal. 



n ) 




Ainu upcd rr ^>ii;]tc(i) 



CONSlDiNEatASSCCiATES 

JJJV.- 27 - O T tj E 



949-47019^5 

E X T E N I H D U G T R I E S 



I N r 



CEC 7/27/99 



1.36 PM 



^6/9 



ASSIGNMENT AND ASSUMPTION 



TO WHOM rr may concern: 

For the sum of One Hundmi Thousand dollars ($100,000) in cash, ihe assumption 
by assignee of a promissory note in the amount of $162,500 plus accrued i^rest of 
$6 045 04 held by W. Gerald Ncwnriin dated November 30, 1996» 1,500,000 shares of 
Xcnogenics Corporation Common Stock and other valuable consideration to us in hand 
paid, receipt of which is hereby acknowledged, be it known that we, Exten Industries, 
Inc a Delaware Corporation, having a principal place of business at 9625 Black Mountain 
Road, Suite 218, San Diego, California 92126, have sold assigned and transferred and by 
these presents do sell, assign, transfer and set over unto Xenogenics Corporation, a 
Nevada corporation, have its principal offices in San Diego, California, its successors, 
legal reurescntaiives, or assigns, its whole right, title and interest in and to a certain 
invention knn^n thf- A_RTIFTrLAX LIVER Aj>P A R^A.TTJS AND METHOD FOR 
EXl RACORPOREAL PURinCATION OF BLOOD AND PLASMA (SYBIOLR), and the 
appUcadon serial number 07/943,777 file with the Patent and Trademark Office on 
September 1 1, 1991, for United States Patent therefor, and all original and reissue patents 
granted ther^f, and all divisions, and continuations thereof, including subject-matter of 
any and all claims which may be obtained in every such patent, and all foreign rights to said 
invention, and covenant that it has full right to do so. 

Tlie Commissioner of Patents and Trademarks is requested to issue the Letters 
Patent which may be granted for said invention or any part thereof unto the said cor[X)ration 
in keeping with this Assignment. 

Done at San Diego. California this 12th day of June, 1997. 



W. Gerald Newinm- — — — _ 3 

Chairman, Chief ^ecutive Officer and President 



Xcnogenics Corporation hereby assumes the obligation of Exten under the Newtnin 
Note and agrees to execute and deliver a Form UCC-1 and Seerrity Agreement to the note 
page evidencing the security mcrcsyfnlh^ collateral.^ y ^ J 

Vw2- 





fnogenics corporation 
/mes M. Considine, MD., Ml 
resident 



STATE OF CALIFORNIA -COUNTY OF SAN DIEGO 



On J«fMJ ^ 



^, 1997, before me, the undersigned, a Notary Public in and for 



said Suite, personally appeared W. Gerald iNcwmin, personally known to ttic (or proved to 
me on the basis of satisfactory evidence) to be the ^^rson whose name is subscribed to the 
within instrument and acknowledged to mc that he executed the same in his authorized 

capacitvficsV and rhat hv hi^ ^lenntur'^ th'^ ;r. tnir--,>rr t^^- , 




OfFlCtAL ^EM 
E^V.C n. HANKINS 

. NO. 1 1 W*;-. 



iN:'.n;c typcii it piiiitod) 



NS-CINE 3c ASSOCIATES 11949-470-1315 (3t7/27/99 i: 1 :59 PM 

J TUE : EXTEN INDUSTRIES INC ^ T S *-3 8 3 ^ 



t 1 



STAT1E OF CALIFORNIA -COUNTY OF SAN DIEGO 

On ittftC _ /T , 1997. before me, the undersigned, a Notary Public in and for 
said Slate, personally appeared James M. Considine, MD.. MBA, personally known to me 
(or proved to me on the basis of satisfactory evidence) to be the person whose name is 
subscribed to the within instrument and acknowledged to rnc that he executed the same in 
his authorized capacity(ics), and that by his signature on the instrument the person or the 
entity upon behalf of which the person acted, executed this instrumenL ^ 

WITNESS my hand and official seal. 

Notary Public 
(Name typed or printed) 





THIS A.GRr.nMrN'l is t^ntoicd uito and ctTcctive as cf Januaty I, l^j94^ by and 
bctwcca Dr. Albon i i ("Id") and Xcno^;civjx, Inc., a California coipoiaiion 
("XEN0C;1-NI^X"). 

1. REm'ALS 

Thus Agrroincnl is cntt^icd Into in contemplation of the followinsj facts, 
circumstances and representations: 

1 . Id is prc^;ently employed by the St. Louis University Medical Center ("SLU") 
to manage the SLU liver rt^^earch prof/am. 

2. SLU has agreed lo provide laboiatory and suppoiting facihtic-s ncctx^sary to 
support the XENOGENI^X artificial Hver CSYBIOL") devclopuicnt proi^ram 
for a ]X*riod of up to two ycais m accordance with a separate ,i-rcenieiit 
bt:t\vt:e:i the;;e parties. Upon t:xpiratiori or termination of said agreement, 
Xb:NGGLNL,X may elect to move the program to anoth.cr institution or its 
own Licihtie^. 

XLNOGLNl'-X intends to attempt to acquire an exclusive worldwide 
unicstrictcd licriise to wuIitc the patented synthetic liver icclmolouy 
lepr-sented by U.S. FiWnil r7U7/832,461 m the development of SYIHOL. d ne 
license for tbi-S tecbnolopy, and any other third party tcchn<:do^ucs if :icqinicd, 
shall be availalde to LI to assist lum pursuant to this agreement. 

X bNOGRNLX desirr.s to employ LI as a consultant concmieutly with, his 
einploynicnt with SLU, and for au additional piaiod of tune, to condusi 
SYBIOL le^-xaredi and developiut^jit for the benefit ()f X r'.Nfvx tLNHX, and 
further to have LI sem: as ofLcer of XLNOGLNLX. 

5. LI desire.s to undertake such consulting; pursuant to the teirns and condiiiors 
as more specifically set forth hereixi. 



- 3 I>UUCL.orLl: LI -ili^ll bo rcspoiisibK; for the ov^;r;i!l adniini^ti aiivc 
S':ici:tili;: n)<ii;a:V:n:ciit and Uiavticni of the SYHIOL Pio^jranv mchidiris i.nc(;i ijonuicn of 
I'Xhnolo^y rcpr^iscnlod by U.S. Fati-nt ^07/332,461, iTa Ixcnsc for u^f? is oinamcd, and 
oth'^T third party icchnolowic^; as (ictcunin^d b^n-ik;ah 1 h-s:: icsponMbihtics spctafkaily 
includ'a achicvin:^. the tiuicly dt-vclopmciit m\h-\oucs and f^ovvniincnt rcsuhitoiy a[:provals 
Icaciinsf, to succrssfui commercial business for X.h:NOGI:Nd-,X in accordance with th- 
SvirdiJtic Bio-Id\'cr Dcvclopnicnl Plan dated Cjctobcr 26, 1993 inch.hicd as l-xhibit A. 
Should a ]ic^tn::c for the albr^monlioned patent not b'^ obtained in a timely inarmer, th-n a 
. n r; , \ r^ - * di-w. .-VtiII rrnirjiriHv a<^r(Td to. 

2.4 iiccovllu^md RcpOil^i: Li shall bj rc:^ponsible for tht* rnamt::^nrinfe of accnrnle 
and cojnpleto rceoids of the woik arcoruplisiietj nndcr the synihetic biodr>'er and i elated 
pro:^rams funded by X1:N0( jLiNT.X and und'/r his direcuon. Such iceorvi!^ r.hail mehzde, 
but not hunted to: notebooks of activities of individual research pcrsonneb data ^abulaiion^ 
computer programs and files, uUernal memos and correspondence. 0".vnrr:>lup of Mich 
rccoids Kvneratcd at SLlJ or any other instituor>n shall be as deternnned und-T sqeu-ate 
a'U'eenient betwe-.n :\rNCGnNb.X and the in:.ntulion. 

A wiilten :nnn:i:aiy iCpo>rt of the work pafeTinrd, i-snils aiid cuiaiy-ee inel;idn:e 
cocas: (^fail tvelnneal papein an<i reports pueiiM/xb -ha!! for.vardvd to XbNO(4PNj^X 
n^ana^/anent on a qeartcily baSiS. 

2.5 !Cc-Ii]Vcni:aIi::>u: bor his s-pdees as (diiief S-.aentifiO Oflieer, ] d : indl 1;^^ paid 
the annual too of •'^^^^""'^ '^-"^^ acidnirai to in;; 
comper.sation fie^m SLU. 



2.13 SpC'.illy jT^dilii^ns oLEmplovniui^: 'I ni^ Af^reement i'; f^nccincally 
conditioned uron the following: 



3. I I rivMini;^ ;ui luvcTition and N<->Li-r)isclcsurc Af^r'^t'incnt oi ih': to 
]H-r:,raicd in Apr^ondix U cuvcnTi-^^ his ct^isidting ^ctiv;it<:'S for XhNt 
ontsidc of his employment by .SMJ. 



l);>.tcci: 



/ • ( 



DR. AI.BLR r I.l 



XIiNOCJLiNF.X. INC 



']-i")\VAKn [•■. M VRK;>,,rii,i:). 



Rev. nccc:3:bcr 23, 1^93 



PATENT 

ATTGRr^^B^CKET NO : 0 73^:4 0':)-;001 



ASSI GNME NT 

For yn-d iir.'A v.jii^M^lt^ cuiiMO-Mfinri, tne receipt cA v.hn:\^ is hereLy .jcknovv'fed^jed, ASSiGrJORiS) 

1 . E'j-.var(j F. e rs _ 

A!t;erT P. l.i 



>^(:h,!^tes Derp,eTnou 



tieret3v seHs, arisujns, an(i tr^Hisfers to ASSIGNEE, EkTcii tfidu^.tries, Inc., 0625 Bbck Mountain Road, Suite 2 13, San 
Diego, CA 92126-4564, and the successors, assigns and leg<al representatives of the ASSIGNEE all of its riyfit. Title and 
interest for the United States and its territorial possessions and in all foreign countries in and to, any and all improvements 
in the inventiofi entitled: Af^TiFtdAf L i VF.R Aft'arat us a tjo MnMon 

anci which is founri in 

f-^' U-^- patent application executed nn ^ onTtTleu as above and listing the above 

named persons as inventors 

(b) _x_ U.S. patent application serial no. 0 8 809, 677 , filed on March 2 7, 1 99/ 

('■) „ U.S. Patent No.: , issued . 

arid any legal equivalent thereof in a foreign country, including the right To claim priority and, in and to, all Letters Patent 
to be obtained for said invention by the above application or in any continuation, division, continuation-in-part , extension 
or substitute thereof, ancf any reissue, reexamination or extension of said Letters Patent and all rights under all 
International Conven'jons for the Protection of Industrial Prof^erty; 

A SSIGN O RIS) hereby covenants That no assinrin^ent, sale, agreement or oncui nbt anut? has been or will be made or eritered 
into which wouki conflict with tins assignment; 

A SSIGNOR(S ) furtlier covenants that ASSIGNEE will, upon its request, be provided promptly with all perTinenT facts and 
documents relating to said mventioci and said Letters Patent and legal equivalents as may be known and accessible to 
ASSIGNOR an(i wiil testify as To the same m any interference, litigation, or proceecJing relating thereto and will promptly 
execute anci deliver to ASSIGNEE or its legal representative any and al! papers, instruments or affidavits required to apply 
for, obtain, maintain, issljc or enforce said application, said invention and said Letters Patent and said eqvjivalents thereof 
v^hich may be necessary or desirable to carry out the purposes tfiereof. An attorney of record is authorized and requested 
by the execution of this assignment to insert inTo This assignment the filing date and serial number of said application 
when officially known. 

ATJD ttie A_S_^^ir,rJO_r^^Sj rL".ju»'^ts tf)t^ Co'nniis-,[oner of Parents an,d Trademark-^ to issu.' sa.d L^'tt'^rs PaTenT of tb.t; Ur.iTed 
Sla'e-; and any re::,Mje or eAtension tfiereof to the ASSIGNEE, Extr^n Industries, Inc. 

* ' I- ■ . bigfiaiure of liv. ei-tor^;, • 



day of 



Albert P. Li 



ICMARDSON P.C, 



1 .- S i .xt\ iiir. !■ ^qn. 
1 -1 I' ■ll.i. ( ..I)i..n,i , 



! fr.lrr !, »- 1' I r,Ji 

l^-->-, I'M' ' Irli [>1m 'lie 

1"^ V ' l"S I \ Mill ;lr 



Mav 12. I'm 



1 (' S 1 M s 

r. [■ X \i^uK 

r I f M R ^ ( Al J I < ■ k M \ 
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Albert I I. I'h.l). 

IN VITRO Ti;CIIN()i ()( III S 

1450 S. Rolinu Road, 3rd l loor 

Rc: Natii>nal Phase Application in I ' S. 

Serial No. (),S/809.677 (Based on \\ \ '\ 1S94/1 0935) 

I ntitled: ARTIFK lAL MM R APPARA l US AND Ml 1 HOI) 

l ilcd: March 27. 1997 

Our Ret'.: ()7354'0()4()OI 

Dear Dr. i i: 

I he I ' S. Patent Olfice has requested that an executed assignment be liled in the 
aboNc-identitied application. I nclosed plea.se find an Assignment document which ue 
/prepared lor wnir signature. 

Please sii-n and date the enelosed Assieniiieiit and returned us as soon as possible. 1 
ha\e enelosed a sell-addressed, stamped envelope tor this purpose. 

IMease do in>t hesitate to eall ine il \ou ha\e an\ questions. 

\'ei\ (ml\ \ours. 



( ind\ .Mc( lure. 
Secjelan.to Stac\ 1 . ra\lor 



Vi h I 



/ 



AiL/1 r.L 



THIS AGREEMEiTT is entered into and effective as of January I, 1994, by and 
betweca Dr. Albert Li ("Lr') and Xenogcnex, Irx., a California corporation 
("XENOGENEX"). 

1- KECUALS 

This Agreement is entered into in contemplation of the following facts, 
circumstances and representations: 

1 LI is presently employed by tlie St. Louis University Medical Center ("SLU") 
to manage the SLU liver research program. 

2. SLU has agreed to provide laboratory and supporting facilities necessary to 
support the XENOGENEX artificial liver ("SYBIOL") development program 
for a period of up to two years in accordance with a separate agreement 
between these parties. Upon expiration or teimination of said agreement, 
XENOGENEX may elect to move the program to another institution or its 
own facilities. 

3. XENOGENT.X intends to attempt to acquire an exclusive worldwide 
\im:cstricted license to utilize the patented synthetic hver technology 
represented by U.S. Patent f?07/832,46l m the development of SYBIOL. ITie 
license for this technology, and any other third party technologies if acquired, 
shall be available to LI to assist hixn pursuant to this agreement. 

4. XENOGENEX desires to employ LI as a consultant concuricnily with his 
employnient with SLU, and for an additional period of time, to conduct 
SYBIOL research and development for the benefit of XEN®GENHX, and 
further to have LI sePr-e as officex of XENOGENEX. 

5. LI desires to undertake such consuUing pursuant to the terms and conditions 
as more specifically set forth hereiii. 



Pace I of 6 
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'J.::. Tcm-Lai Ava--^:-ir.enl: Tlic :c:7u cf Ihis Ay;ic-:iicr:t sliall Ix: for jv-ii'Ml c.f five 
(5) vcais bc^innini', January 1, 1994 and endui;: on December 31, 1998. 



" 3 



Dulics_of U: LI sliall be responsible for the overall adniinisii alive ?nd 
scientific management and direction of the SYIilOL Program, including i.ncoi])or;vlion of 
technology represented by U.S. Patent #07/332,461, if a license for use is obtained, and 
other third party technologies as determined leneticial. These lesponsibilitics speeifically 
include achieving the timely development milestones and government regulatory approvals 
leading to succeiful coiimiercial business for Xi-:^^OGIiNEX in accordance v^'ith the 
SynUietic Bio-Liver Development Plan dated October 26, 1993 included as Lxhibit A. 
ShouJd a license for the aforementioned patent not be obtained in a timely manner, then a 
modified Development Plan shall be mutually ^z^ct(^ to. 

2.4 iiCi:QL-d!i_and_RcpQIlS-- Li shall responsible for the maintenance of accurate 
and complete records of the work accomplished under the synthetic bio-liver and related 
pro.grams funded by XiiNOGENEX and und-r his direction. Such lecords shall include, 
but not limited to: notebooks of activities of individual research personnel, data tabulations, 
computer progiams and files, internal memos and corrcspondc^nce. Ownersliip of such 
records generated at SLU or any other institution shall be as detennined under separate 
agreement betsveen XHNOGENEX and the insiitiition, 

A wiittcn sumxnaiy icporl of the work jK-iUHincd, results and analyses, ;r;c!n<i!n.g 
copies of ail te-chnu-al i>apei^ and reports published, shall be fonvarded to XLNOGLOT.X 
manasemcnl on a quarterly basi^. 

2. 5 Compi;nsali9Ji: Lor his sci^iccs a.s Chief .Scientific OOicer, 1 .1 shall be paid 
the annual feo'of " '-^hich shall be in addition to his 
compensation fiom SLU. 



2. 1 3 SpfiCiliC-CQlldiims^QLEmilloviniaii: Thi^ ABrecmcnt is sr.cdfically 
conditioiied upoa the following: 



3. I.I T-ignin^i an Iiivfnlion and Non-DL-^clo.surc Af,re('.inc:ii of the form 
})[v.sentcd iii AppciKiix D cuvcrin- bis coiisulling activates foi" XI^NOG 
outside of his einployinent by SJ -U. 



Dated 



Rev. Dcceaibcr 23, 1993 



-/J 
- J- 



\ 



DR. ALBliRT 1. 1 



XliNOGBNF.X, INC. 

''j-:i")WARl) F. M YF.RS. J'h.l."). 
President ' 



California Labor Code §§ 2860 and 2863, from West's Annotated California Codes, 
vol. 44, pp. 640, 045 (West Publ. Co.: 2000). 



^ 2860. OvMiorship oi ([Wrigs acqiiire(i l)\ \irtiie ot eniployincnt 

l'\ c't vthiiii' \^ llKh <ui <,'iii[)l()\ I'c arqiiiM's x ii tiic <>( his t'lUjiL )yin('nt , 
rxccpl tlu- < (Hiipt'iis.it ii )n \^in^ li is diu* to hmi trnin Ins (*in[ilMyrr, hcloiifs to 
tilt* rin[>io\\'t, \^lu'tht*i .uqtiiu-J lawlulK oi unlaw t nils , or diKini' or afttM the 
rvpiialion ot the trim ol Ins i'ni[iio\ inrui 

(Stat', LM7, r 'JO, p ?fi(l, .Nfii) ) 



^ 2863, ProtciciKH' ((t pcrtoiMKUUo oi t'in[)l<>\cr's business 

Ail rin{)lo\ win > h.is hu ,in(■^^ 1< » ti ansa. I o[i his ow n ai \ oiin!. sitniLu 

lii'i' nilnislfJ IM limi h\ Ins fin[)ln\ ci . shall al\\a\s ywi- thr pu-h/rrti. c 

th'' I M isi [ic'N ( .f \\\r ciuph }\ CI . 
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ATTORr^^POCKET NO.; 07354,004001 



For (jood and valuable consideration, the receipt of which fS hereby acknowledged, ASStGNOR(S), 
1 . Ed ward F. Myers , 



2. Albert P. Li 



3. Achilles Demetriou 



hereby sells, assigns, and transfers to ASSIGNEE, Exten Industries, Inc., 9625 Black Mountain Road, Suite 213, San 
Oieqo, CA 92126-4564, and the successors, assigns and legal representatives of the ASSIGNEE all of its right, title and 
interest for the United States and its territorial possessions and in all foreign countries m and to, any and all improvements 

in the invention entitled: AruiriciAi L'vr-H Appar.uus ami: MRTfM^o 

and wh.ich is found m 

_ U.S. patent application executed on , entitled as above and listing the above 

named persons as inveniors 

(b) j<_ U.S. patent application serial no. 03/309,6 77 . filed on March 27, 1997 

(c) _ U.S. Patent No.: , issued ■ 

and any legal equivalent thereof in a foreign country, including the right to claim priority and, in and to, ail Letters Patent 
to be obtained for said invention by the above application or m any continuation, division, continuation-in-part, extension 
or substitute thereof, and any reissue, reexamination or extension of said Letters Patent and all rights under all 
International Conventions for the Protection of Industrial Property; 

ASSIGNOR(S) hereby covenants that no assignment, sale, agreement or encumbrance has been or will be made or entered 
into which would conflict with this assignment; 

ASS1GN0R(S) fuaher covenants that ASSIGNEE will, upon its request, be provided promptly with all pertinent facts and 
documents relating to said invention and said Letters Patent and legal equivalents as may be known and accessible to 
ASSIGNOR and will testify as to the same m any interference, litigation, or proceeding relating thereto and will promptly 
execute and deliver to ASSIGNEE or its legal representative any and all papers, instruments or affidavits required to apply 
for, obtain, maintain, issue or enforce said application, said invention and said Letters Patent and said equivalents thereof 
which may be necessary or desirable to carry out the purposes thereof. An attorney of record is authorized and requested 
by the execution of this assignment to insert into this assignment the filing date and serial number of said application 
wfien officially known. 



ND the ASSIGNORtS) requei^.Ts the C ommis-.ioner ot Patents ard TrademarKs to isr^ue SJid Letters Patent of the Umteti 
r.it^^s and any reissue or extension Thereof To The ASSIGNEE, Exten Industries, Inc. 

Xf'C'.^.^'j This Signature of Inven^orf^) 

r'V\y.\ . 199 



■ 'r 'day of 

Achilles Demetriou 



I 



Tradem 



^- I UNITED STAT^MEPARTMENT OF COMMERCE 

; I Patent and Trademark Office 



FISH & RICHARDSOrJ P.C 
STACY L. TAYLOR 
A?.?.^' EXRniT IVK ;-OrTAKK 
LA .TOLLA, CA 



1 0 0732220A^ 



UrjITED STATES PATP:MT ANi") TRADEMARK OEFICE 
MOT ICE OF REC(JRDA1' I ON OF ASSIGNMENT DOCUMENT 

THE ENCL{)SED DOCUMENT HAS L>EEN REl'ORDED HY THE ASSIGNMENT DIVISION 
OF THE U.S. PATErjT AND TRADEMARK (JFFICIL A COMI'LETE MICROFILM COPY IS 
AVAILABT.E AT ITIE ASSIGNMENT' SEARC}{ ROOM ON ITiE REEL AND FRAME NUMF^ER 
REFERh:NCE!) BELOW. 

PLEASE REVIEVJ ALL 1 NEORI^AT 1 ON CONI^'AINED orj THIS NOTD::!-:. TTIE 
INFOFmi^ION CCtNTAINED ON THIS RECORL'ATION NOTIC^E REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNI^ENT SYSTEM. IF YOU SHOULD 
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS N(3TICE, YOU MAY 
CONTRACT THE EMPLOYEE WHOSE NAME APPEARS oN THIS NOTICE AT 7 0 3-308-9723. 
PLEASE SEND REQUEST FOR CORRECT! OIJ TO: U.S. PATENT AND TRADEMARK OFFICE 
ASSIGNMENT DIVISiON, BOX ASS I GNMErjTS , (^G ■ 4 , 1213 UEFFERSON DAVIS HWY , 
SHITE 32 0, WASHirjGI^ON, D.C. 2 02 3 1. 



RRCORDAI'ION \)P\TK : 06 /OH / 1 9 9H 



t- EEL / FP:AI4E : 921 2 /0255 
IjUMB.ER of PAGES: 2 



BIvIEE: A;0--TONMENT OI' ASSKTiOI 

ASSIGNOR : 

DEMEI'K irUL ACTilLLEf: 



I NI^lvRES^l' (SEF: DOCTJMEN^i^ r'OR DETAILS) 



DC^C DATE : (^5 /22 / 1 99R 



' 1 v_;i^ 



/'AN D I t'/:;i 0 ( 'AL I FORNI A ^/ 2 1 /; ^ 
^^^1AL NOMPIG-. : 2--:; 9^.77 



I L ING DATi-: : i: ^ / 27 / 1 99 7 
SSUf- DA^I2- 



Fi r 0 ; V ^ 0 

'"^ 1 4 1998 



-ni nOM n->:4 1 mm ETXTEH I hJDUSTR I RS INC 



B s 4 ^ n ^» -7 3 



1 r4rfi 




IVOjEjyEFAX,0NLY 
Oregoo' F- Szabo 

President & Chief Executive Officer 
Xenogenics 

9620 Chesapeake Drive, Suite 201 
San Diego, California 92123 

Re: PateiiLO<enogeni cs/Xcnoa eney 
DC'^T Mr. S^^ho: 

Tliis letter responds to your letter dated May 9"^' regarding certain documenis that 
your company would like r)r. Achilles Demetriou to review and exeeiite related to tlie 
above-referenced matter. If we understand your concerns correctly, you are complaining 
al>out (i) a delay oa our part to respond to your request to review and execute documents 
related to a new CIP; and ^ii) ths loss of '^me, money and opportunity". In short, we did 
respond to your request hy notirtg that Dr. Demetriou was mi an inventor of the CIP and 
never worked with the otlicr two named inventors. Wc have been waitmg to hear back 
from your attorney, Jim McClain of the Browii Martin firm, regarding our observation 
tlL^t Dr. Dejnetriou was not an inventor of the CIP that you arc attempting to file. Given 
tlie fact that the Medical (xnter has been incuaing increasing costs to review and respond 
to your company's requests for assistance on this unrelated CIP and we are in the process 
of preparing an invoice for our expenses. I'his invoice will be sent to you under separate 
cover. 

GivLMi the serious nattire of the concerns you raised, we investigated the matter 
immediately, After di$c\issing this matter with Ed Poplawski, our outside patent attorney 
assisting us with your request, we have concluded that there may be some coiifusion 
re^rardin,^ the Medic-al Center's position regarding vow company's request Your letter 



^ (.VMM 4:3-52 S-4 j vL^ l31(M 423 OHM ! Ci T \ ( R SHS.ORG 
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Cedars-Sinai MEDiOLCENTFi^. 

Gregory F. S/abo 
May 13,2001 
Page 2 



The Medical Center ttansferred the rights to a certain pending patent application 

"nr\rri^.\ A^nl^r.«t^nn"^ and have, over the ye^, been cooperatiag with your 

rompiiy's effom to piirsue' the patent process on the Original Application, Now we 
understid that your company would like to fil« a CIP which takes advantage of the 
filing date of the Original Application. The CIP names the t^^ o original inventors 
(Demetriou and Meyers) and adds a new inveotor unrelated to the Medical Center. 
Dr Demetriou has not been collaborating with your company or the other tvvo named 
inventors and, therefore, Dr. Demetriou sliotild not be named on the CJP aiid is not 
obhged to participate in the review process of this new CIP. 

We have been advised that yoiir company can piirsuo ihe CIP epplication without 
the participation of Dr, Demetrio^J. You do not ncf-d his signature on documentation 
related to the CIP because be Is not an invcnlCf of any of the clainu you are addmg m the 
CTP Weare not dela y ing iW^th im.- V^liile we have been assisting your company with 
the patent process related to tl^e Original Application, we are not m a position to provide 
tlie time end expertise of our faculty members for a CIP which is based wholly on the 
work done by ^vo inventors unrelated to tlie Medical Center. Perhaps these details were 

brought to your attention, but we strongly deny that the Medical Center has done 
an>lhing to cause your company to lose any "time, money and oppoitimity . In tact, the 
Medical Center is the one who has been incurring costs in both time and cxpeiise in re- 
visitinr vour company's requests for assistance for matters unrelated to the Original 
Application. As mentioned earlier iii this letter, wc will be sending you our invoice for 
the time and expenses incurred in addrcssmg these unrelated matters. 

The Medical Center's position h.^s been explained to Mr. McClain. Wc have 
asked him to provide us v^ith an explanation of why Dr. Demetriou' s participation is 
required or how the company's rights to pursue tlie CIP would be negatively impacted 
without Dr. Demetriou, Again, we have not heard back from Mr. McClam with an 
an^wr to those questions. We have no reason to believe that there are factors which 
would alUT our conclusion, however, we have a^skcd Mr. Poplawski to follow-up witli 
Mr NtcClnin T:^ ensure thfit there is no misunderstanding about this matter. 



'1 Oi\ riiCtiiricaUv. ■.'.ncUiC: -'.v. cv. ; aid .u.yu'.m^ ui liig -O iiii'-'c,-:. T-c^siiUvUi'.'! 
In sr.(>rt.\es -he did'. She brought c'lCh and ever^' mcssof^e to the aiteution <>1 the .ittorr-.ey 
^UlO u.-m'haiidUnc; this matter .ind undo'ibtedly iDaea.scd Otir outside co.sts in .-iddressin 
i' ■■ rrrjI.Mi \ r-oj-X"!, In vi-;ir vvii ; c\r.O'.vL'Jcc that ymi v^-re ;;',v-re that 
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Gregory F. SzaI>o 
May 13,2001 
Page 3 



then why you felt it necessary to contact Ms. Pierson weekly? You niight have wanted to 
contact Mr. McClain to follow-up on the status and you could have discovered that wo 
were waiting to hear back from bim. Again, we do not beiieve we were dv'm^ anytliiug 
other than ensure tliat your weekly inquiries were forwarded to the person actually 
handling the project We certainly did not want to leave you with the impression that the 
Ms, Pieison was not attending to your inquiries. Please be assured that every message 
tJut tlie Technology Transfer Office receives is given the attention that it deserves. 

We trust that this is responsive to the concerns tliat raised in your recent letter. 
We are sorry if there wa5 my confusion, but we believe that oui' position has been clear 
all along. The Medical Center, for obvious reasons, cannot provide your company with 
assistance with new patent matters that are imrelated to the work perfbnned here and 
embodied in the Original Application. If there are any quc>5tions regarding the points 
raised in this letter, please have Mr. KtcClain contact aMt. Poplawski. 



Shlomo Melmed, M.D. (via e-mail) 
Daaiel M. OsTiiro (via e-mail) 
Pfltricia N. Pierson 
Peter E, Braveman, Esq. (via c-raail) 
Edward G. Poplawjiki, Esq. (via tek'fax) 



Sincerely yours, 



CEDARS-SINAT MEDICAL CENTER 



cc: 




